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REPORT OF THE JOINT COMMITTEE

I, the Chairman of the Joint Committee to which the *Bill to
provide for the registration and better protection of trade marks
and for the prevention of the use of fraudulent marks 0.\ merchandise
was referred, having been authorised to submit the rcport on their
behalf, present their Report, with the Bill as amended by the Com-
mittee annexed thereto.

2. The Bill was introduced in the Lok Sabha on the 28th March,
1958. The motion for reference of the Bill to a Joint Committee of
the Houses was moved by Shri Nityanand Kanungo, Minister of
Commerce on the 5th May, 1958 and was discussed in the Lok Sabha
on the 5th and 7th May, 1958 and adopted on the 7th May, 1958
(Appendix I).

3. The Rajya Sabha discussed the motion on the 8th May, 1958
and concurred in the said motion on the same day (Appendix II).

4. The message from the Rajya Sabha was read out to the Lok
Sabha on the 9th May, 1958.

-~

5. The Committee held 13 sittings in all.

6. The first sitting of the Committee was held on the 12th May,
1958 to draw up a programme of work. The Committee at this
sitting decided to hear evidence of associations desirous of present-
ing their suggestions or views before the Committee. The Chairman
was authorised to decide, after examining the memoranda submitted
by them, as to which of the associations should be called to tender
oral evidence before the Committee.

7. Nine memoranda or representations on the Bill were received
by the Committee from different associations and individuals as
mentioned in Appendix IIL

8. At the second, third and fourth sittings of the Committee

held on the 7th, 8th and 9th July, 1958 respectively, the Committee
heard the evidence tendered by three associations specified in

Appendix IV,

The Committee have decided to lay the whole of the evidence
tendered before them on the Table of the House.

*Published in Part II, Section 2 of the Gazette of India, Extraordinary
dated the 28th March, 1958.
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9. The Committee considered the Bill clause by clause at their
sittings held on the 10th, 11th, 12th, 14th, 15th and 16th July and
1st and 2nd August, 1958,

10. The Committee considered and adopted the Report on the
11th August, 19568,

11. The observations of the Committee with regard to the prin-

cipal changes proposed in the Bill are detailed in the succeeding
paragraphs.

12. Clause 2.—Item (1) (d)—For defining what is meant by
‘“deceptively similar”, the Committee feel that it would be better

to deal with marks generally and not confine the definition to trade
marks in particular.

The item has been amended accordingly.

13. Clause 3.—As this clause deals with jurisdiction, the Com-
mittee consider that it would be better to substitute “Office of the
Trade Marks Registry” for “Trade Marks Registry” in order to make
it clear and not merely rely on the rule of construction in clause

2(2) (e).

The clause has been amended accordingly.

14. Clause 4.— (1) Sub-clause (1)—The changes are of a drafting
nature.

(2) Sub-clause (2).—The Committee feel that the designation
of officers who might be appointed to discharge the functions of the
Registrar may be left to the discretion of the Government instead of
being specified in the Bill.

The sub-clause has been amended accordingly.

15. Clause 5.— (1) Sub-clause (2)—The Committee feel that
instead of specifying in the law any place for the location of the
head office or any branch office of the Trade Marks Registry, the
power should be left with the Central Government to locate the
offices at such places as it thinks fit.

The sub-clause has been recast accordingly.
(2) Sub-clause (3).—The amendment is clarificatory in nature.

16. Clause 9.— (1) Sub-clause (3)—The Committee consider
that the definition of “distinctive” given in this sub-clause should
apply wherever the word occurs in the Bil



vii

Therefore for the words “this section”, the words “this Act” have
been substituted.

(2) Sub-clause (5).—The amendment is of a drafting nature.

17. Clause 10.—“tribunal” as defined in clause 2(1) (x) means
the Registrar and the High Court.

In order to avoid any ambiguity in the use of the expression
“any tribunal”, the Committee have substituted the expression “the
tribunal” for it so as to link it up with the definition.

18. Clause 12.—The Committee consider that in cases where
separate applications have been made, a procedure should be
devised whereby all the matters could be disposed of in the light
of the evidence tendered in one proceeding.

Sub-clause (2) has been suitably amended to make the intention
clear.

19. Clause 14.—This clause deals with the prevention of unautho-
rised use of the names and representations of identifiable persons.
The Committee consider that the provisions of this clause should be
attracted only where the trade mark applied for falsely suggests a
connection with a living person or a person whose death took place
within twenty years prior to the date of application. The clause
should not operate in such a way as to make it difficult for an intend-
ing applicant to determine the person whose consent would be
required. ‘

The clause has been amended suitably.

20. Clause 18.— (1) Proviso to sub-clause (3)—The amendment
is of a drafting nature.

(2) Sub-clause (6).—The Committee consider that in all cases
of refusal or conditional acceptance of applications for registration,
the Registrar should record in writing the grounds thereof.

The sub-clause has been amended accordingly.

21. Clause 21.—(1) Sub-clause (1)—The Committee consider
that the Registrar should be given the discretion to extend the
period for filling notice of opposition to the registration of a trade
mark by a maximum of one month in cases of hardship.

The sub-clause has been amended accordingly.

(2) Sub-clause (4)—The sub-clause has been recast in order to
authorise rules being made for the prescription of time within
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which evidence should be submitted by parties in an opposition
proceeding.

22. Clause 23.—Sub-clause (4)—The Committee feel that no
conditions should be imposed for correcting clerical errors or
obvious mistakes in the register or certificate of registration.

The sub-clause has been amended accordingly.

23. Clause 25.—Sub-clause (2)—It is not intended that the rules
should prescribe any condition for renewal of registration other
than payment of prescribed fee. Therefore, the Committee consi-
der that for “prescribed conditions”, “payment of the prescribed
fees” should be substituted.

The sub-clause has been amended accordingly.
24. Clauses 28 and 29.—The changes are of a drafting nature.

25. Clause 31.—Sub-clause (2)—The Committee are of the view
that the evidence might be filed at any time before the mark is put
on the register and not necessarily before the date of registration
which is defined in clause 23 as the date of filing the application for
registration.

The sub-clause has been amended accordingly.
26. Clause 32.—The amendment is clarificatory in nature.

27. Clause 33.—In clause 33(b), the words “registration of”’ may
refer to either the date of registration which is defined as the date
of application for registration or may refer to the date on which
the mark is actually entered on the register. It is intended that
the said words should refer to the statutory date of registration as
defined in clause 23.

The Committee have modified the clause to make the intention
clear.

28. Clause 37.—Sub-clauses (2) to (5) have been omitted as in
the opinion of the Committee it is not necessary for this law to
regulate the rights inter se of an assignor and assignee of trade
marks.

29. Clause 41.—(1) The Committee feel that although the ex-
pression “is used” occurs in section 33 of the Trade Marks Act,
1940, the clause is capable of being construed in such a way that
in order to attract the provision as to advertisement, the mark
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must be used on the date of assignment, and that although the
mark had been previously used, but not on the date of the assign-
ment, there need be no advertisement. The Committee also feel
that the necessity for the advertisement in every case whether the
mark has been or is used at the time of assignnrent should be en-
sured.

The Committee have therefore substituted the expression “has
been or is used” for the expression “is used”.

(2) The Committee also feel that the Registrar should not be
allowed to extend the period for obtaining directions as to adver-
tisement beyond three months as in the opinion of the Committee
a period of nine months in all should be adequate for the purpose.

The clause has been amended accordingly.

30. Clause 44.—Sub-clause (1) —The Committee are of the opi-
nion that where the validity of an assignment or transmission is in
dispute the Registrar should have the discretion to defer the regis-
tration of the assignment until the rights of the parties are deter-
mined by the Court.

A proviso to this sub-clause has accordingly been added.

31. Clause 48.—Sub-clause (1)—The words “is in writing and”
have been omitted because in clause 49(1) (i) every such agree-
ment has to be in writing.

32. Clause 50.—The Committee feel that it is not necessary to
specify in the statute any restrictions as to the number of regis-
tered users who may be permitted to be on the register, and that
this matter may be left to the discretion of the Government. They
however feel that every existing registration of registered users
should cease to have effect after the expiry of three years from the
date of commencement of this Act.

The clause has been amended accordingly.

33. Clause 52— (1) Sub-clause (1)—The changes are of a draft-
ing nature.

(2) New Sub-clause (2).—The Committee have inserted a new
sub-clause (2) for clarifying the procedure to be followed where
an application for variation or cancellation of the registration of a
registered user is made. In such cases, the Registrar should dis-
pose of the application in accordance with the directions of “he
Central Government.

663 L.S
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34, Clause 63.—Sub-clause (4) —The Committee are of the view
that the application need not have the concurrence of the Registrar.
It is enough if the application is routed through the Registrar to
the Central Government.

The sub-clause has been amended accordingly.

35. Clause 64.—Sub-clause (3)—The Committee have recast this
sub-clause in order to bring it in line with the provisions of clause

63.

36. Clause 67.—The amendments are clarificatory in nature.

37. Clauses 69 and 70.—The provisions of the original clause 70
-have now been incorporated in clause 109 and the original sub-
clause (2) of clause 69 has been renumbered as clause 70..

38. Clause 73.—The Committee are of the view that Refused
Textile Marks List no longer serves any useful purpose and that
there is no need to make any additions to the list after the enact-
ment of the present Bill.

The clause has been recast accordingly.

39. Clauses 75 to 77.—The amendments are of a drafting nature.

40. Clause 78.—Item (b)—The Committee have omitted the
words “or a deceptively similar mark” as being unnecessary.

41. Clause 82.—The clause has been recast on the lines of sec-
tion 78 of the Indian Patents and Designs Act, 1911.

42. Clause 84.—The definition of trade mark for purposes of this
clause includes both registered as well as un-registered marks.
Therefore the Committee feel that the exceptions for the purpose
of clauses 77, 78 and 79 should be applicable in respect of registered
trade marks whether in use or not, and also in respect of un-
registered trade marks.

The clause has been amended in order to make this clear.
43. Clause 86.—Item (c) [Original items (c) and (d)]—The

original items (c) and (d) have been combined to bring it into
line with clause 79(a).

44. Clause 87.—(1) Sub-clause (1) (b)—The change is of a
drafting nature. ‘
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(2) Sub-clause (2).—Under clauses 77, 78 and 79, a complainant
may rely not only on his registration but also on his right to the
use of the mark. The Committee consider that the complainant’s
right to proceed with a prosecution on the basis of his right of user
need not be affected by the invalidity of the registration.

The sub-clause has been amended accordingly.

45. Clause 88 (New clause).—This new provision covers offences
by companies and follows the precedents in earlier Acts.

46. Clause 89 (Original clauses 88 and 89) .—The original clauses
88 and 89 have been combined.

47. Clause 90.—The amendment is of a drafting nature.

48. Clause 92.—The period of one year has been changed to two
years as in the opinion of the Committee one year is too short a
period for initiating action.

49. Clause 93 —The amendment is of a drafting nature.

50. Clause 106.—Sub-clause (2).—The Committee have made
certain drafting changes to make it clear that the defendant in an
action for infringement or in an action for passing off may plead
that he was not aware of the reglstratlon or user, as the case may
be, of the plaintiff’s mark.

51. Clause 109.—(1) New sub-clause. (1).—The Committee are
of the view that there should be no appeal not only from any deci-
sion, order or direction of the Central Government under this law
but also from any order of the Registrar carrying out merelv a
direction of the Central Government. The provisions of the original
clause 70 have been incorporated here in an amended form.

(2) Sub-clause (2) [Original sub-clause (1)]}—

The amendments are of a drafting nature.

52. Clause 111.—Sub-clause (4)—The Committee consider that
the rectification order of the High Court should be binding only in
so far as it relates to the issue as to the validity of the registration
and that the proceedings before the trial court may continue in
respect of any other issue in the suit.

The sub-clause has been amended accordingly.

33. Clause 114.—New sub-clause (2)—The Committee feel that a
registered user impleaded in the proceedings in the suits referred
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to in this clause should not be liable for any costs unless he enters
an appearance and takes part in the proceedings.

A new sub-clause has therefore been inserted.

54. (Original clause 115).—This clause has been omitted as the
Committee feel that it is not necessary to vest in the Registrar any
revisional powers.

55. Clause 118 (Original clause 119).—The changes are of a draft-
ing nature.

56. Clause 119 (Original clause 120).—The change made is of a
drafting nature. It is sought to be made clear that the order or
judgment referred to in this clause is an order or judgment afirm-
ing the validity of the registration of the trade mark.

57. Clause 121 (Original clause 122).—The Committee have
omitted sub-clauses (2), (3) and (4) of the original clause 122 as
they relate to matters of detail which could be provided for in the
rules to be made under this Act.

58. Clause 125 (Original clause 126).—Sub-clause (1)—The
original item (d) regarding Refused Textile Marks List has been
omitted consequent upon the amendment made in clause 73.

59. Clause 126 (New clause).—The Committee feel that provision
should be made for the Registrar’s annual report to be submitted to
Parliament on the lines of section 45 of the UK. Trade Marks Act,
1938.

A new clause has accordingly been inserted.

60. Clause 131.—Sub-clause (2)—The amendment is clarificatory
in nature.

61. Clause 136.—The amendment is of a drafting nature.

62. The Joint Committee recommend that the Bill as amended be
passed.

J. M. MOHAMEZD IMAM,
New DeLHy; Chairman,
The 11th August, 1958. Joint Committee.
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CORRIGENDUM
to

THE REPORT OF THE JOINT COMMITTEE ON THE TRADE AND
MERCHANDISE MARKS BILL, 1958

[To be substituted for pages xiii and xiv of the Report]
MINUTE OF DISSENT

The aim of Trade and Merchandise Marks Law should not only
be to give each manufacturer and trader the fruits of his labour
and preserve the reputation built by dint of honest service from
being misappropriated by others, but also to see that fair and legi-
timate competition should not be unduly interfered with and the
big monopoly interests should not use this law as a weapon to
harass and browbeat the indigenous local manufacturers. Numer-
ous instances can be cited, where the big monopoly interests like
those in the match industry etc. used this Law as one of the means
to harass and beat down competition from manufacturers.

While, we shall certainly profit from the experiences of UK,
Australia and other countries, we shall realise that India is indus-
trialising herself in a totally different context and circumstances.
So the principles of Trade Mark Ownership which had evolved
under the Laissez Faire economy in the West could not be trans-
planted root, stock and branch but should suitably be amended to
the tune, keeping in view the socialist pattern and mixed economy
which we have envisaged.

xiii
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Viewed from this angle though the Bill as emerged from the
Joint Committee is far better than the original Bill, in the follow-
ing basic respects, we feel, it should be revised.

We plan and visualise our industrialisation to take place not
only through giant plants in public or private sector, but a greater
part of it, specially in consumer section, should be in the sector of
small scale or cottage industry. So there will be many producers,
who normally produce for a limited local market either confined
to a few districts or a State. Many manufacturers of say Matches,
beedies, semi-processed particular local foods etc. are not interested
in All India Market but they want protection on a local scale.
Provision should have been made in this Bill for the registration
of such trade marks, confining that registration only for a parti-
cular zone or to the area co-terminous with the branch of a Trade
Marks Registry. The arguments that even under this Bill the
registration could be limited, is untenable because by limiting only the
area voluntarily the small producer would receive no correspon-
ing benefits by such restriction,. but would be subject to all condi-
tions of an All India Registration, So even if we are to recast the
scheme of some chapters of this. Legislation such category of regis-
tration should be provided for. The Trade Marks Practitioners’
Association also in their memorandum and evidence have very
strongly advocated for such a provision.

We are at present envisaging only four or five branches of the
Trade Marks Registry but not a branch for every State. So for
the same reason to help the small owner of the Reglstered Trade
Mark, the Jurisdiction of High Court in Clause 3 should have been
of that High Court where the pryincipal office of the business of the
Owner is located, instead of that High Court where the Trade
Marks Registry is situate.

Symbols of political parties should be prohibited under -clause
11.and be not allowed to be exploited by unscrupulous traders. We
strongly suggest that provision should be made to prohibit the use
of symbols and names of leaders of recognised political parties.
Else we have to put up with obnoxxous thlngs

In this legislation the power is rightly given to the Govern-
ment to intervene in certain cases. But in the original scheme this
directive or order of the Government could not be appealed against
only in the cases of certification trade marks (clause 70 of the
original Bill). But now no directive or order of Government in
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any matter under this law could be appealed against [clause 109(1)].
This is an omnibus provision for which there is no necessity at all.
So the right of appeal to the tribunal against the order or directive
of the Government should be there, as they are not always infallible.

We trust and hope that both the Houses should give due con-
sideration to these points and amend this Bill suitably.

*V. PRASAD RAO.
CHAUDHARY PRATAP SINGH DAULTA.

CHINTAMANI PANIGRAHI.
New DreLHI;

Dated the 11th August, 1958.

*Certificate fequired under Direction No. 87 of the ‘Directions by the Speaker
under the Rules of Procedure of Lok Sabha’ has becn furnished.
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THE TRADE AND MERCHANDISE MARKS BILL, 1958

ARRANGEMENT OF CLAUSES

CHAPTER 1

PRELIMINARY

CLAUSES

1.
2.

13.
14.

15.

16.
17.

18.
19.

Short title, extent and commencement.
Definitions and interpretation.
High Court having jurisdiction.

CHAPTER II
THE REGISTER AND CONDITIONS FOR REGISTRATION

Registrar of Trade Marks.
Trade Marks Registry and offices thereof.

The Register of Trade Marks.

Part A and Part B of the register.

Registration to be in respect of particular goods.
Requisites for registration in Parts A and B of the register.
Limitation as to colour. )

Prohibition of registration of certain marks.

Prohibition of registration of identical or deceptively similar
trade marks.

Prohibition of registration of names of chemical elements.

Use of names and representations of living persons or persons
recently dead.

Registration of parts of trade marks and of trade marks as a
series.

Registration of trade marks as associated trade marks.
Registration of trade marks subject to disclaimer.
CHAPTER III
PROCEDURE FOR AND DURATION OF REGISTRATION
Application for registration.
Withdrawal of acceptance.

663 L.5.—3.



Crauses
20. Advertisement of application.
21. Opposition to registration.
22. Correction and amendment.
23. Registration.
24. Jointly owned trade marks.
25. Duration, renewal and restoration of registration.
26. Effect of removal from register for failure to pay fee for
renewal.
CHAPTER IV
EFFECT OF REGISTRATION
27. No action for infringement of unregistered trade mark.
28. Rights conferred by registration.
29. Infringement of trade marks.
30. Acts not constituting infringement.
31. Registration to be prima facie evidence of validity.
32. Registration to be conclusive as to validity after seven years.
33. Savings for vested rights. .
34. Saving for use of name, address or description of goods.
35. Saving for words used as name or description of an article or
substance.
CHAPTER V
ASSIGNMENT AND TRANSMISSION
36. Power of registered proprietor to assign and give receipts.
37. Assignability and transmissibility of registered trade marks.
38. Assignability and transmissibility of unregistered trade marks.
39. Restrictions on assignment or transmission where multiple
exclusive rights would be created.
40. Restrictions on assignment or transmission when exclusive
rights would be created in different parts of India.
41. Conditions for assignment otherwise than in connection
with the goodwill of a business.
42. Assignability and transmissibility of certification trade marks.
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43. Assignability and transmissibility of associated trade marks.
44. Registration of assignments and transmissions.
CHAPTER VI

USE OF TRADE MARKS AND REGISTERED USERS
45. Proposed use of trade mark by company to be formed.
46. Removal from register and imposition of limitations on ground

of non-use.
47. Defensive registration of well-known trade marks.
48. Registered users. ]
49. Application for registration as registered user.
50. Existing registrations of registered users not to have effect

after three years.
51. Power of registered user to take proceedings against infringe-

ment.
52. Power of Registrar to vary or cancel registration as registered

user.
53. Registered user not to have right of assignment or trans-

mission.
54. Use of one of associated or substantially identical trade marks

equivalent to use of another.
55. Use of trade mark for export trade and use when form of

trade connection changes.

CHAPTER VII

RECTIFICATION AND CORRECTION OF THE REGISTER
56. Power to cancel or vary registration and to rectify the

register.
57. Correction of register.
58. Alteration of registered trade marks,
59

60

. Adaptation of entries in register to amended or substituted

classification of goods.
CHAPTER VIII

CERTIFICATION TRADE MARKS

. Certain provisions of this Act not applicable to certification

trade marks.
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61. Registration of certification trade marks.

62. Applications for registration of certification trade marks.

63. Consideration of applications for registration by Central Gov-
ernment.

64. Opposition to registration of certification trade marks.

65. Deposit of regulations governing the use of a certification
trade mark.

66. Rights conferred by registration of certification trade marks.

67. Infringement of certification trade marks.

68. Acts not constituting infringement of certification trade marks.

69. Cancellation or varying of registration.

70. Registrar to give effect to orders of Central Government.

CHAPTER IX
SPECIAL PROVISIONS FOR TEXTILE GOODS

71. Textile goods.

72. Restriction on registration of textile goods.

73. Refused Textile Marks List.

74. Stamping of piece goods, cotton yarn and thread.

75. Determination of character of textile goods by sampling.

CHAPTER X
OFFENCES, PENALTIES AND PROCEDURE

76. Meaning of applying trade marks and trade descriptions.

71. Falsifying and falsely applying trade marks.

78. Penalty for applying false trade marks, trade descriptions,
etc.

79. Penalty for selling goods to which a false trade mark or false
trade description is applied.

80. Penalty for removing piece goods, etc., contrary to section 74.

81. Penalty for falsely representing a trade mark as registered.

82. Penalty for improperly describing a place of business as con-
nected with the Trade Marks Office.

83. Penalty for falsification of entries in the register.

84. No offence in certain cases.

85. Forfeiture of goods.
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86. Exemption of certain persons employed in ordinary course of
business.
87. Procedure where invalidity of registration is pleaded by the
accused.
88. Offences by companies.
89. Cognizance of certain offences.
90. Evidence of origin of goods imported by sea.
91. Costs of defence or prosecution.
92. Limitation of prosecution.
93. Information as to commission of offence.
94. Punishment of abetment in India of acts done out of India.
95. Instructions by Central Government as to permissible varia-
tions to be observed by criminal courts.
CHAPTER XI
MISCELLANEOUS
96. Implied warranty on sale of marked goods.
97. Powers of Registrar.
98. Exercise of discretionary power by Registrar.
99. Evidence before the Registrar.
100. Death of party to a proceeding.
101. Extension of time.
102. Abandonment.
103. Preliminary advice by the Registrar as to distinctiveness.
104. Procedure before Central Government.
105. Suit for infringement, etc., to be instituted before District
Court.
106. Reliefs in suits for infringement or for passing off.
107. Application for rectification of register to be made to High
Court in certain cases.
108. Procedure for application for rectification before a High Court.
109. Appeals.
110. Power of High Courts to make rules.
111. Stay of proceedings where the validity of registration of the
trade mark is questioned, ete.
112. Appearance of Registrar in legal proceedings.
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113. Costs of Registrar in proceedings before High Court.

114.
115.

116.

117.
118.

119.
120.
121.
122.
123.
124.
125.
126.

127.
128.

129.

130.
131.

132.
133.
134.
135.
136.

Registered user to be impleaded in certain proceedings.

Evidence of entries in register, etc., and things done by the
Registrar.

Registrar and other officers not compellable to produce
register, etc.

Power to require goods to show indication of origin.

Power to require information in respect of imported goods
bearing false trade marks.

Certificate of validity.

Groundless threats of legal proceedings.

Address for service.

Trade usage, etc., to be taken into consideration.
Agents.

Indexes.

Documents open to public inspection.

Reports of Registrar to be placed before Parliament.
Fees.

Savings in respect of certain matters in Chapter X.

Declaration as to ownership of trade mark not registrable
under the Indian Registration Act, 1908.

Government to be bound.

Special provisions relating to applications for registration
from citizens of convention countries.

Provision as to reciprocity.

Power of Central Government to make rules.
Rules to be placed before Parliament.
Amendments.

Repeals and savings.

THE SCHEDULE



Biil No. 31 of 1958

THE TRADE AND MERCHANDISE MARKS BILL, 1958
(As AMENDED BY THE JoINT COMMITTEE)
(Words underlined or side-lined indicate the amendments suggested
by the Committee; asterisks indicate omissions.)
A
BILL

to provide jor the registration and better protection of trade

marks and for the prevention of the use of fraudulent marks

on merchandise.

Be it enacted by Parliament in the Ninth Year of the Repu%lic
of India as follows: —

CHAPTER 1
PRELIMINARY
S 1. (1) This Act may be called the Trade and Merchandise Marks Shart title,
" Act, 1958, et e
(2) It extends to the whole of India. ment.

(3) It shall come into force on such date as the Central Gov-
ernment may, by notification in the Official Gazette, appoint.

2. (1) In this Act, unless the context otherwise requires,—

(a) “assignment” means an assignment in writing by act of m
the parties concerned;

(b) “associated trade marks” means trade marks deemed to
be, or required to be, registered as associated trade marks under
this Act;

(¢) “certification trade mark” means a mark adapted in
relation to any goods to distinguish, in the course of trade,
goods certified by any person in respect of origin, material,
mode of manufacture, quality, accuracy or other characteristic,
from goods not so certified and registrable as such under the

10
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20
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provisions of Chapter VIII in respect of those goods in the name,
as proprietor of the certification trade mark, of that person;

(d) “deceptively similar”:—A *mark shall be deemed to
be deceptively similar to another * mark if it so nearly

resembles that other * mark as to be likely to deceive or$5
cause confusion;

(e) “District Court” has the meaning assigned to it in the
Code of Civil Procedure, 1908; s of,,.1

(f) “false trade description” means—

(i) a trade description which is untrue er misleading in 10

a material respect as regards the goods to which it is
applied; or

(ii) any alteration of a trade description as regards the
goods to which it is applied, whether by way of addition,
effacement or otherwise, where that alteration makes the I5
description untrue or misleading in a material respect; or

(iii) any trade description which denotes or implies
that there are contained, as regards the goods to which it is
applied, more yards or metres than there are contained
therein standard yards or standard metres; or 20

(iv) any marks or arrangement or combination thereof
applied to goods in such manner as to be likely to lead
persons to believe that the goods are the manufacture or
merchandise of some person other than the person whose
merchandise or manufacture they really are; or 25

(v) any false name or initials of a person applied to
goods in such manner as if such name or initials were a
trade description in any case where the name or initials—

(a) is or are not a trade mark or part of a trade
mark; and 30
(b) is or are identical with or deceptively similar

to the name or inftials of a person carrying on business
in connection with goods of the same description and
who has not authorised the use of such name or initials;

and 35
(c) is or are either the name or initials of a ficti-

tious person or of some person not bona fide carrying
on business in connection with such goods;

and the fact that a trade description is a trade mark or part of

a trade mark shall not prevent such trade description being a 40
false trade description within the meaning of this Act;
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(g) “goods” means anything which is the subject of trade
or manufacture;

(h) “High Court” means the High Court having jurisdiction
under section 3;

(i) “limitations” (with its grammatical variations) . means
any limitations of the exclusive right to the use of a trade mark
given by the registration of a person as proprietor thereof, in-
cluding limitations of that right as to mode of use, as to use in
relation to goods to be sold or otherwise traded in within India,
or as to use in relation to goods to be exported to any market
outside India;

(5) “mark” includes a device, brand, heading, label, ticket,
name, signature, word, letter or numeral or any combination
thereof; ‘

(k) “name” includes any abbreviation of a name;

(1) “package” includes any case, box, container, covering,
folder, receptacle, vessel, casket, bottle, wrapper, label, band,
ticket, reel, frame, capsule, cap, lid, stopper and cork;

(m) “permitted use”, in relation to a registered trade mark,
means the use of a trade mark—
(i) by a registered user of the trade mark in relation to
goods—
(a) with which he is connected in the course of
trade; and
(b) in respect of which the trade mark remains
registered for the time being; and
(c) for which he is registered as registered user; and

(i1) which complies with any conditions or restrictions
to which the registration of the trade mark is subject;

(n) “prescribed” means, in relation to proceedings before a
High Court, prescribed by rules made by the High Court, and
in other cases, prescribed by rules made under this Act;

(0) “register” means the Register of Trade Marks referred
to in section 6;

(p) “registered” (with its grammatical variations) means
registered under this Act;

(q) “registered proprietor”, in relation to a trade. mark,
means the person for the time being entered in the register as
proprietor of the trade mark;

663 L.S.—2. .o |
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and includes—

10

(r) “registered trade mark” means a trade mark which is

actually on the register;

(s) “registered user” means a person who is for the time

being registered as such under section 49;

(t) “Registrar” means the Registrar of Trade Marks referred 5

to in section 4;

(u) “trade description” means any description, statement

or other indication, direct or indirect,—

(i) as to the number, quantity, measure, gauge or weight
of any goods; or 10

(if) as to the standard of quality of any goods, accord-
ing to a classification commonly used or recognised in the
trade; or

(iii) as to fitness for the purpose, strength, performance
or behaviour of any goods, being “drug” as deflned in the I3
Drugs Act, 1940, or * * * “food” as defined in the Preven-
tion of Food Adulteration Act, 1954; or

(iv) as to the place or eountry in which or the time at
which any goods were made or produced; or

(v) as to the name and address or other indication of 20
the identity of the manufacturer or of the person for whom
the goeds are manufactured; or

(vi) as to the mode of manufacture or producing any
goods; or
(vii) as to the material of whlch any goods are composed: 25

v weww
or ' P R AN

(viii) as to any goods being the subject of an existing
patent, privilege or copyright;

i

(e) any description as to the use of any mark which E
according to the custom of the trade is commonly taken to
be an indication of any of the above matters;

(b) the description as to any imported goods containea
! 3 bill of entry or shipping bill;

(c) any other description which likely to be mis-?
understood or mistaken for gll or any of the said matters;
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(v) “trade mark” means—

(i) in relation to Chapter X (other than section 81), a
registered trade mark or a mark used in relation to goods
for the purpose of indicating or so as to indicate a connec-

5 tion in the course of trade between the goods and some
person having the right as proprietor to use the mark; and

(i1) in relation to the other provisions of this Act, a
mark used or proposed to be used in relation to goods for
the purpose of indicating or so as to indicate a connection in
the course of trade between the goods and some person
having the right, either as proprietor or as registered user,
to use the mark whether with or without any indication of
the identity of that person, and includes a certification trade
mark registered as such under the provisions of Chapter

15 VIII;
(w) “transmission” means transmission by operation of

law, devolution on the personal representative of a deceased
person and any other mode of transfer, not being assignment;

I0

(x) “tribunal” means the Registrar or, as the case may be,
20 the High Court before which the proceeding concerned is

pending!
(2) In this Act, unless the context otherwise requires, any

reference—

(a) to the use of a mark shall be construed as a reference to
the use of a printed or other visual representation of the mark;

25
(b) to the use of a mark in relation to goods shall be con-
strued as a reference to the use of the mark upon, or in any
physical or in any other relation whatsoever, to such goods;
(c) to a registered trade mark shall be construed as includ-
30 ing a reference to a trade mark registered in Part A of the

register or Part B of the register, as the case may be;

(d) to the Registrar shall be construed as including a

reference to any officer when discharging the functions of the
Registrar in pursuance of sub-section (2) of section 4;

35 (e) to the Trade Marks Registry shall be construed as in-
cluding a reference to any * office of the Trade Marks Registry.
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High Court 3 The High Court having jurisdiction under this Act’ shall be

!lmx . the High Court within the limits of whose appellate jurisdiction the
furisdiction. ,Mce of the Trade Marks Registry referred to in each of the fol-

lowing cases is situate, namely:—

(a) inrelation to a trade mark on the Register of Trade Marks 5
at the commencement of this Act, the office of the Trade
Marks Registry within whose territorial limits the principal
place of business in India of the proprietor of the trade mark
as entered in the register at such commencement is situate;

(b) in relation to a trade mark for which an application for ;4
registration is pending at or is made on or after the commence-
ment of this Act, the office of the Trade Marks Registry with-
in whose territorial limits the principal place of business in
India of the applicant as disclosed in his application is
situate; 15

(c) in relation to a trade mark registered in the names of
joint proprietors before the commencement of this Act, the
office of the Trade Marks Registry within whose territorial limits
the principal place of business in India of the proprietor whose
name is entered first in the register at such commencement as 20
having such place of business is situate;

(d) in relation to a trade mark for which an application for
registration in the names of joint proprietors is pending at or
is made on or after the commencement of this Act, the office
of the Trade Marks Registry within whose territorial limits 5
the principal place of business in India of the proprietor whose
name is first mentioned in the said application as having such
place of business is situate;

(e) where the registered proprietor or the applicant for
registration as aforesaid has no place of business in India or 3o
where none of the jointly registered proprietors or none of the
joint applicants as aforesaid has any place of business in India,
the office of the Trade Marks Registry ‘within whose territorial
limits—

() in relation to a trade mark on the Register of Trade 35

Marks at the commencement of this Act, the place mentioned

in the address for service in India as entered in the register

at such commencement;

(i) in relation to a trade mark for which an application

for registration is pending at or is made on or after such 4

commencement, the place mentioned in the address for

service in India as specified in the application;

is situate.
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CHAPTER II

THE REGISTER AND CONDITIONS FOR REGISTRATION

4. (1) The Central Government may, by neotification in the Official Registrar of
Gazette, appoint a person to be known as the Controller-General of' Trade Marks.
s Patents, Designs and Trade Marks, who shall be the Registrar for the
purposes of this Act and the Controller of Patents and Designs for the
purposes of the Indian Patents and Designs Act, 1911.

(2) The Central Government may appoint such other officers with

such designations as it thinks fit for the purpose of discharging, under

10 the superintendence and direction of the Registrar, such functions of

the Registrar under this Act as he may from time to time authorise
them to discharge.

5. (1) For the purpose of this Act there shall be established a 1., .

Registry which shall be known as the Trade Marks Registry. Marks
Réignstry and

ofnces

15 (2) The head office of the Trade Marks Registry shall be at such| thereof.
place as the Central Government may specify, and for the purpose of|
facilitating the registration of trade marks, there may be established
at such places as the Central Government may think fit branch|
offices of the Trade Marks Registry.

20 (3) The Central Government may, by notification in the Official
Gazette, define the territorial limits within which an office of the

Trade Marks Registry may exercise its functions. T

(4) There shall be a seal of the Trade Marks Registry.

6. (1) For the purposes of this Act, a record called the Register ;l;?eo ?’f‘ﬁic
25 of Trade Marks shall be kept at the head office of the Trade Marks Marks.
Registry, wherein shall be entered all registered trade marks with
the names, addresses and descriptions of the proprietors, notifications
of assignments and trensmissions, the names, addresses and descrip-
tions of registered users, disclaimers, conditions, limitations and such
30 other matters relating to registered trade marks as may be

prescribed.

(2) No notice of any trust, express or implied or constructive,
shall be entered in the register and no such notice shall be receiv-

able by the Registrar.

35 (3) Subject to the superintendence and direction of the Central
Government, the register shall be kept under the control and

management of the Registrar.
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(4) There shall be kept at each branch office of the Trade

Marks Registry a copy of the register and such of the other docu-
ments mentioned in section 125 as the Central Government may,

by notification in the Official Gazette, direct.

})’ﬁ é\ofmd 7. (1) The register referred to in section 6 shall be divided into 5
the register. tWo Parts called respectively Part A and Part B.

(2) The Register of Trade Marks existing at the commencement
of this Act shall be incorporated with and form part of Part A of
the register, and this Part shall comprise all trade marks entered
in the Register of Trade Marks existing at the commencement of 10
this Act and all trade marks which after such commencement may
be entered in Part A of the register.

(3) Part B of the register shall comprise all trade marks which
after the commencement of this Act may be entered in Part B of
the register. IS

Registration 8. (1) A trade mark may be registered in respect of any or all of
pect of parsj. the goods comprised in a prescribed class of goods.

cular goods. (2) Any question arising as to the class within which any geods

fall shall be determined by the Registrar whose decision in the
matter shall be final. 20

Requisites 9. (1) A trade mark shall not be registered in Part A of the
fgn‘ifl‘,‘;:"s registe.r unles§ it contains or consists of at least one of the following
Aand Bof essential particulars, namely:—

the register.

(a) the name of a company, individual or firm represented
in a special or particular manner; 25

(b) the signature of the applicant for registration or some
predecessor in his business;

(c) one or more invented words;

(d) one or more words having no direct reference to the
character or quality of the goods and not being, according to its 30
ordinary signification, a geographical name or a surname or a
personal name or any common abbreviation thereof or the name
of a sect, caste or tribe in India;

(e) any other distinctive mark.

(2) A name, signature or word, other than such as fall within 35
the descriptions in clauses (a), (b), (c¢) and (d) of sub-section (1)
shall not be registrable in Part A of the register except upon evi-
dence of its distinctiveness.



15

(3) For the purposes of this Act, the expression “distinctive”

in relation to the goods in respect of which a trade mark is propos-
ed to be registered, means adapted to distinguish goods with which
the proprietor of the trade mark is or may be connected in the course
5 of trade from goods in the case of which no such connection subsists
either generally or, where the trade mark is proposed to be register-
ed subject to limitations, in relation to use within the extent of the
registration.
(4) A trade mark shall not be registered in Part B of the
IO register unless the trade mark in relation to the goods in respect
of which it is proposed to be registered is distinctive, or is not dis-
tinctive but is capable of distinguishing goods with which the pro-
prietor of a trade mark is or may be connected in the course of
trade from goods in the case of which no such connection subsists,
I5 either generally or, where the trade mark is proposed to be register-
ed subject to limitations, in relation to use within the extent of the
registration. ! ’
(5) In determining whether a trade mark is distinctive or is
capable of distinguishing as aforesaid, the tribunal may have regard
20 to the extent to which—
(a) a trade mark is inherently distinctive or is inherently
capable of distinguishing as aforesaid; and T
(b) by reason of the use of the trade mark or of any other
circumstances, the trade mark is in fact so adapted to dis-
25 tinguish or is in fact capable of distinguishing as aforesaid.
(6) Subject to the other provisions of this section, a trade mark
in respect of any goods—
(a) registered in Part A of the register may be registered
in Part B of the register; and
30 (b) registered in Part B of the register may be registered
in Part A of the register;
in the name of the same proprietor of the same trade mark or any
part or parts thereof.
10. (1) A trade mark may be limited wholly or in part to one Limitation
35 or more specified colours, and any such limitation shall be taken %' colour.
into consideration by the tribunal having to decide on the distinc-
tive character of the trade mark.
(2) So far as a trade mark is registered without limitation of

colour, it shall be deemed to be registered for all colours.
Prohibition
40 11. A mark— of registra-
. . tion of cer-
(a) the use of which would be likely to deceive or cause tain marks.

confusion; or
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(b) the use of which would be contrary to any law for the
time being in force; or

(c) which comprises or contains scandalous or obscene
matter; or

(d) which comprises or contains any matter likely to hurt
the religious susceptibilities of any class or section of the
citizens of India; or

(e) which would otherwise be disentitled to protection in a
court;

shall not. he registered as a trade mark.

12. (1) Save as provided in sub-section (3), no trade mark shall
be registered in respect of any goods or description of goods which
is identical with or deceptively similar to a trade mark which is
already registered in the name of a different proprietor in respect
of the same goods or description of goods.

(2) Where separate applications are made by different persons
to be registered as proprietors respectively of trade marks which
are identical or nearly resemble each other in respect of the same
goods or description of goods, the Registrar may defer the * * accept-
ance of the application or applications bearing a later date until after
the determination of the proceedings in respect of the earlier appli-
cation, and may dispose of such application or applications in the

light of the evidence tendered in relation to earlier application and
the oppositions thereto, if any. S T T

(3) In case of honest concurrent use or of other special circum-
stances which, in the opinion of the Registrar, make it proper so to
do, he may permit the registration by more than one proprietor
of trade marks which are identical or nearly resemble each other
(whether any such trade mark is already registered or not) in res-
pect of the same goods or description of goods, subject to such con-
ditions and limitations, if any, as the Registrar may think fit to
impose.

13. (1) No word which is the commonly used and accepted name
of any single chemical element or single chemical compound (as
distinguished from a mixture) shall be registered as a trade mark
in respect of a chemical substance or preparation, and any such
registration shall, notwithstanding anything in section 32, be deemed
for the purposes of section 56 to be an entry made in the register
without sufficient cause or an entry wrongly remaining on the regis-
ter, as the circumstances may require.

(2) This section shall not apply to a word which is used to
denote only a brand or make of the element or compound as made

I0
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by the propietor or a registered user of the trade mark, as dis-
tinguished from the element or compound as made by others, and
in associatien with a suitable name or description open to the
public use.

5 14. Where an application is made for the registration of a trade Use of

mark which falsely suggests a connection with any living person, ?:p",’::'e:‘t‘.d_

or a person whose death took place within twenty years prior to l'ii“,’fr‘fgd

the date of application for registration of the trade mark, the personsor.

Registrar may, before he proceeds with the application, require fg::ﬁ;
I0 the applicant to furnish him with the consent in writing of such dead.

living person or, as the case may be, of the legal representative of

the deceased person to the connection appearing on the trade

mark, and may refuse to proceed with the application unless the

applicant furnishes the Registrar with such consent.

15 15. (1) Where the proprietor of a trade mark claims to be entitled Registration
to the exclusive use of any part thereof separately, he may apply ofparteof

to register the whole and the part as separate trade marks. and of trade
marks as a

(2) Each such separate trade mark shall satisfy all the conditions series.

applying to, and have all the incidents of, an independent trade
20 mark.

(3) Where a person claiming to be the proprietor of several trade
marks in respect of the same goods or description of goods which,
while resembling each other in the material particulars thereof, yet
differ in respect of—

25 (a) statements of the goods in relation to which they are
respectively used or proposed to be used; or

(b) statements of number, price, quality or names of places;
or
(c) other matter of a non-distinctive character which does
30 not substantially affect the identity of the trade mark; or
(d) colour;
seeks to register those trade marks, they may be registered as a
series in one registration.

16. (/) Where a trade mark which is registered, or is the subject g.‘g’::g:‘im

35 of an application for registration, in respect of any goods is identi- marks
cal with another trade mark which is registered, or is the subject gg:":‘;ﬁ‘}
of an application for registration, in the name of the same
proprietor in respect of the same goods or description of
goods or so nearly resembles it as to be likely to deceive

40 or cause confusion if used by a person other than the proprietor, the
Registrar may, at any time, require that the trade marks shall be

entered on the register as associated trade marks.
663 L.S.—3.
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(2) Where a trade mark and any part thereof are, in accordance
with the provisions of sub-section (1) of section 15, registered as
separate trade marks in the name of the same proprietor, they shall
be deemed to be, and shall be registered as, associated trade marks.

(3) All trade marks registered in accordance with the provisions
of sub-section (3) of section 15 as a series in one registration shall
be deemed to be, and shall be registered as, associated trade marks.

(4) On application made in the prescribed manner by the regis-
tered proprietor of two or more trade marks registered as associat-
ed trade marks, the Registrar may dissolve the association as res-
pects any of them if he is satisfied that there would be no likelihood
of deception or confusion being caused if that trade marks were
used by any other person in relation to any of the goods in respect
of which it is registered, and may amend the register accordingly.

17. If a trade mark—

(a) contains any part—

(i) which is not the subject of a separate application by
the proprietor for registration as a trade mark; or

(ii) which is not separately registered by the proprietor
as a trade mark; or

(b) contains any matter which is common to the trade or
is otherwise of a non-distinctive character;

the tribunal, in deciding whether the trade mark shall be entered
or shall remain on the register, may require, as a condition of its
being on the register, that the proprietor shall either disclaim any
right to the exclusive use of such part or of 3ll or any portion of
such matter, as the case may be, to the exclusive use of which the
tribunal holds him not to be entitled, or make such other disclaimer
as the tribunal may consider necessary for the purpose of defining
the rights of the proprietor under the registration;

Provided that no disclaimer shall affect any rights of the pro-
prietor of a trade mark except such as arise out of the registration
of the trade mark in respect of which the disclaimer is made.

I0
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CHAPTER III
PROCEDURE FOR AND DURATION OF REGISTRATION

18. (1) Any person claiming to be the proprietor of a trade mark Application

used or proposed to be used by him, who is desirous of registering it, ff:nfm stra-
5 shall apply in writing to the Registrar in the prescribed manner
for the registration of his trade mark either in Part A or in Part B

of the register.

(2) An application shall not be made in respect of goods com-
prised in more than one prescribed class of goods.

10 (3) Every application under sub-section (1) shall be filed in the
office of the Trade Marks Registry within whose territorial limits
the principal place of business in India of the applicant or in the
case of joint applicants the principal place of business in India of
the applicant whose name is first mentioned in the application, as

15 having a place of business in India, is situate:

Provided that where the applicant or any of the joint appli-
cants does not carry on business in India, the application shall be
filed in the office of the Trade Marks Registry within whose terri-
torial limits the place mentioned in the address for service in India

20 as disclosed in the application, is situate.

(4) Subject to the provisions of this Act, the Registrar may refuse
the application or may accept it absolutely or subject to such amend-
ments, modifications, conditions or limitations, if any, as he may
think fit.

25 (5) In the case of an application for registration of a trade mark
(other than a certification trade mark) in Part A of the register, the
Registrar may, if the applicant so desires, instead of refusing the
application, treat it as an application for registration in Part B of
the register and deal with the application accordingly.

(6) -In the case of a refusal or conditional acceptance of an appli-
cation, the Registrar shall record in writing the grounds for such
refusal or conditional acceptance and the materials used by him
in arriving at his decision.

19. Where, after the acceptance of an application for registration Withdrawal
of a trade mark but before its registration, the Registrar is satisfied— ::;:"p"

30

35
(a) that the application has been accepted in error; or

(b) that in the circumstances of the case the trade mark
should not be registered or should be registered subject to con-
ditions or limitations or to conditions additional to or different
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from the conditions or limitations subject to which the applica-
tion has been accepted;

the Registrar may, after hearing the applicant if he so desires, with-

draw the acceptance and proceed as if the application had not been
accepted.

20. (1) When an application for registration of a trade mark has
been accepted, whether absolutely or subject to conditions or limi-
tations, the Registrar shall, as soon as may be after acceptance, cause
the application as accepted together with the conditions or limita-
tions, if any, subject to which it has been accepted, to be advertised 10
in the prescribed manner:

Provided that the Registrar may cause the application to be
advertised before acceptance if it relates to a trade mark to which
sub-section (2) of section 9 applies or in any other case where it

appears to him that it is expedient by reason of any exceptional 15
circumstances so to do.

(2) Where—

(a) an application has been advertised before acceptance
under sub-section (1); or

(b) after advertisement of an application—
(i) an error in the application has been corrected; or

(ii) the application has been permitted to be amended
under section 22;

the Registrar may in his discretion cause the application to be adver-
tised again or, in any case falling under clause (b) may, instead of 25
causing the application to be advertised again, notify in the pres-

cribed manner the correction or amendment made in the applica-
tion.

20

21. (1) Any person may, within three months from the date of
the advertisement or re-advertisement of an application for regis- 30
tration or within such further period, not exceeding one month
in the aggregate, as the Registrar, on application made to him in
the prescribed manner and on payment of the prescribed fee,
allows, give notice in writing in the prescribed manner to the
Registrar, of opposition to the registration. 35

(2) The Registrar shall serve a copy of the notice on the appli-
cant for registration and, within two months from the receipt by
the applicant of such copy of the.notice of opposition, the applicant
shall send to the Registrar in the prescribed manner a counter-state-
ment of the grounds on which he relies for his application, and if he 40
does not do so he shall be deemed to have abandoned his application.
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(3 U (.ie applicant sends such counter-statement the Registrar
shall serve a copy thereof on the person giving notice of opposition.

(4) Any evidence upon which the opponent and the applicant

may rely shall be submitted in the prescribed manner and within

5 the prescribed time to the Registrar, and the Registrar shall give
an opportunity to them to be heard if they so desire.

(5) The Registrar shall, after hearing the parties, if so required,
and considering the evidence, decide whether and subject to what
conditions or limitations, if any, the registration is to be permitted,

10 and may take into account a ground of objection whether relied upon
by the opponent or not. .

(6) Where a person giving notice of opposition or an applicant
sending a counter-statement after receipt of a copy of such notice
neither resides nor carries on business in India, the Registrar may

15 require him to give security for the costs of proceedings before him,
and in default of such security being duly given, may treat the
opposition or application, as the case may be, as abandoned.

22. The Registrar may on such terms as he thinks just—

(a) at any time, whether before or after acceptance of an

20 application for registration under section 18, permit the correc-

tion of any error in or in connection with the application or
permit an amendment of the application; or

(b) permit correction of any error in, or an amendment of,
a notice of opposition or a counter-statement under section 21.

25 23. (1) Subject to the provisions of section 19, when an applica-
tion for registration of a trade mark in Part A or Part B of the
register has been accepted and either—

(a) the application has not been opposed and the time for
notice of opposition has expired; or

30 (b) the application has been opposed and the opposition has
been decided in favour of the applicant;

the Registrar shall, unless the Central Government otherwise directs,
register the said trade mark in Part A or Part B of the register, as
the case may be, and the trade mark when registered shall be regis-

35 tered as of the date of the making of the said application and that
date shall, subject to the provisions of section 131, be deemed to be
the date of registration.

Correction
and amend-
ment,

Registration,
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(2) On the registration of a trade mark, the Registrar shall issue
to the applicant a certificate in the prescribed form of the registra-
tion thereof, sealed with the seal of the Trade Marks Registry.

(3) Where registration of a trade mark is not completed within
twelve months from the date of the application by reason of default
on the part of the applicant, the Registrar may, after giving notice
to the applicant in the prescribed manner, treat the application as
abandoned unless it is completed within the time specified in that .
behalf in the notice.

(4) The Registrar may * * * amend the register or a certificate 10

of registration for the purpose of correcting a clerical error or an
obvious mistake.

Jeindy 24. (1) Save as provided in sub-section (2), nothing in this Act

owned trade . . .

marks. shall authorise the registration of two or more persons who use a
trade mark independently, or propose so to use it, as joint proprie- 5
tors thereof. X

(2) Where the relations between two or more persons interested
in a trade mark are such that no one of them is entitled as between
himself and the other or others of them to use it except—

(a) on behalf of botk or all of them; or 20

(b) in relation to an article with which both or all of them
are connected in the course of trade;

those persons may be registered as joint proprietors of the trade
mark, and this Act shall have effect in relation to any rights to the
use of the trade mark vested in those persons as if those rights had 25

been vested in a single person.

Durati 25. (1) The registration of a trade mark shall be for a period of
uration, . .
rencwal and seven years, but may be renewed from time to time in accordance

;?:2;?:{':;‘_ with the provisions of this section.

tion. (2) The Registrar shall, on application made by the registered 3°
proprietor of a trade mark in the prescribed manner and within the
prescribed period and subject to payment of the prescribed fee,
renew the registration of the trade mark for a period of seven years
from the date of expiration of the original registration or of the last
renewal of registration, as the case may be (which date is in this sec. 35
tion referred to as “the expiration of the last registration”).

(3) At the prescribed time before the expiration of the last regis-
tration of a trade mark the Registrar shall send notice in the pres-
eribed manner to the registered proprietor of the date of expiration
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and the conditions as to payment of fees and otherwise upon which

a renewal of registration may be obtained, and, if at the expiration

of the time prescribed in that behalf those eonditions have not been

duly complied with, the Registrar may remove the trade mark from
5 the register.

(4) Where a trade mark has been removed from the register for
non-payment of the prescribed fee, the Registrar may, within one
year from the expiration of the last registration of the trade mark,
on receipt of an application in the prescribed form, if satisfied that

10 it is just so to do, restore the trade mark to the register and renew
the registration of the trade mark either generally or subject to
such conditions or limitations as he thinks fit to impose, for a period
of seven years from the expiration of the last registration.

26. Where a trade mark has been removed from the register for pge.. of re-
15 failure to pay the fee for renewal, it shall nevertheless, for the pur- moval from
pose of any application for the registration of another trade mark fofoe &
during one year next after the date of the removal, be deemed to be p2y fee for
a trade mark already on the register, unless the tribunal is satisfied renewal.

either—

20 (a) that there has been no bona fide trade use of the trade
mark which has been removed during the two years immediately
preceding its removal; or

(b) that no deception or confusion would be likely to arise
from the use of the trade mark which is the subjeet of the appli-
cation for registration by reason of any previous use of the trade
mark which has been removed.

CHAPTER IV
EFFECT OF REGISTRATION

27. (1) No person shall be entitled to institute any proceeding to No action
30 Prevent, or to recover damages for, the infringement of an unregis- for infringe-
tered trade mark. o ment of

unﬁegisterekd
(2) Nothing in this Act shall be deemed to affect rights of action "« "

against any person for passing off goods as the goods of another

person or the remedies in respect thereof.

35 28. (1) Subject to the other provisions of this Act, the registration gignes con-
of a trade mark in Part A or Part B of the register shall, if valid, give ferred by
to the registered proprietor of the trade mark the exclusive right reglatration.
to the use of the trade mark in relation to the goods in respect of
which the trade mark is registered and to obtain relief in respect of

4° infringement of the trade mark in the manner provided by this Act.
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(2) The exclusive right to the use of a trade mark given under
sub-section (1) shall be subject to any conditions and limitations to
which the registration is subject.

(3) Where two or more persons are registered proprietors of

trade marks ***, which are identical with or nearly resemble each $
other, the exclusive right to the use of any of those trade marks
shall not (except so far as their respective rights are subject to any
conditions or limitations entered on the register) be deemed to have
been acquired by any one of those persons as against any other of
those persons merely by registration of the trade marks but each of 10
those persons has otherwise the same rights as against other persons
(not being registered users using by way of permitted use) as he
would have if he were the sole registered proprietor.

29. (1) A registered trade mark is infringed by a person who, not
being the registered proprietor of the trade mark or a registered 15
user thereof using by way of permitted use, uses in the course of trade
a mark which is identical with, or deceptively similar to, the trade
mark, in relation to any goods in respect of which the trade mark
is registered and in such manner as to render the use of the mark

likely to be taken as being use as a trade mark. 20

(2) In an action for infringement of a trade mark registered in
Part B of the register an injunction or other relief shall not be grant-
ed to the plaintiff if the defendant establishes to the satisfaction of
the court that the use of the mark of which the plaintiff complains
is not likely to deceive or cause confusion or to be taken as indicating 25
a connection in the course of trade between the goods in respect of
which the trade mark is registered and some person having the right,

either as registered proprietor or as registered user, to use the trade
mark.

30. (1) Notwithstanding anything contained in this Act, the 3°
following acts do not constitute an infringement of the right to the
use of a registered trade mark:— ¢

(a) where a trade mark is registered subject to any condi-
tions or limitations, the use of the trade mark in any manner
in relation to goods to be sold or otherwise traded in, in any 35
place, or in relation to goods to be exported to any market, or
in any other circumstances, to which, having regard to those
conditions or limitations, the registration does not extend;

(b) the use by a person of a trade mark in relation to goods
connected in the course of trade with the proprietor or a regis- 40
tered user of the trade mark if, as to those goods or a bulk of
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which they form part, the registered proptietor or the registered
user conforming to the permitted use has applied the trade
mark and has not subsequently removed or obliterated it, or has:
at any time expressly or impliedly consented to the use of the

5 trade mark;

(c) the use of a trade mark by a person in relation to goods
adapted to form part of, or to be accessory to, other goods in
relation to which the trade mark has been used without infringe-
ment of the right given by registration under this Act or might

Io for the time being be so used, if the use of the trade mark is
reasonably necessary in order to indicate that the goods are so
adapted, and neither the purpose nor the effect of the use of
the trade mark is to indicate, otherwise than in accordance with
the fact, a connection in the course of trade between any person

15 and the goods;

(d) the use of a registered trade mark, being one of two or
more trade marks registered under this Act which are identical
or nearly resemble each other, in exercise of the right to the use
of that trade mark given by registration under this Act.

20 (2) Where the goods bearing a registered trade mark are lawfully
acquired by a person, the sale of or other dealings in those goods by
that person or by a person claiming under or through him is not an
infringement of the trade mark by reason only of the trade mark
having been assigned by the registered proprietor to some other

25 person after the acquisition of those goods.

3L. (1) In all legal proceedings relating to a trade mark regis- Régl:mﬁm
tered under this Act (including applications under section 56), the ;‘,’.,-,,.a facis
original registration of the trade mark and of all subsequent assign- °"§fd°.n°°
ments and transmissions of the trade mark shall be prima facie v

30 evidence of the validity thereof.

(2) In all legal proceedings as aforesaid a trade mark registered
in Part A of the register shall not be held to be invalid on the ground
that it was not a registrable trade mark under section 9 except upon
evidence of distinctiveness and that such evidence was not submitted

35 to the Registrar before *** registration, if it is proved that the trade
marl‘( had been so used by the registered proprietor or his predeces-
sor in title as to have become distinctive at the date of registration,

633 LS.—4,
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32. Subject to the provisions of section 35 and section 46, in all
legal proceedings relating to a trade mark registered in Part A of
the register (including applications under section 56), the original
registration of the trade mark shall, after the expiration of seven
years from the date of such registration, be taken to be valid in all §
respects unless it is proved—

(a) that the original registration was obtained by fraud; or

(b) that the trade mark was registered in contravention of
the provisions of section 11 or offends against the provisions of
that section on the date of commencement of the proceedings; or 1o

(c) that the trade mark was not, at the commencement of
the proceedings, distinctive of the goods of the registered
proprietor.

33. Nothing in this Act shall entitle the proprietor or a registered
user of a registered trade mark to interfere with or restrain the use 15
by any person of a trade mark identical with or nearly resembling
it in relation to goods in relation to which that person or a predeces-
sor in title of his has continuously used that trade mark from a date
prior—

(a) to the use of the first-mentioned trade mark in relation ;o
to those goods by the proprietor or a predecessor in title of his;
or

(b) to the date of registration of the first-mentioned trade

mark in respect of those goods in the name of the proprietor or
a predecessor in title of his; as

whichever is the earlier, and the Registrar shall not refuse (on such
use being proved) to register the second-mentioned trade mark by
reason only of the registration of the first-mentioned trade mark.

34. Nothing in this Act shall entitle the proprietor or a registered
user of a registered trade mark to interfere with any bona fide use 30
by @ person of his own name or that of his place of business, or of
the name, or of the name of the place of business, of any of his
predecessors in business, or the use by any person of any bona fide
description of the character or quality of his goods.

35. (1) The registration of a trade mark shall not be deemed to 35
have become invalid by reason only of any use after the date of the
registration of any word or words which the trade mark contains or
of which it consists as the name or description of an article or sub-
stance:
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Provided that, if it is proved either—
(a) that there is a well-known and established use of the
said word as the name or description of the article or substance

by a person or persons carrying on a trade therein, not being
use in relation to goods connected in the course of trade with the

5
proprietor or a registered user of the trade mark or (in the
case of a certification trade mark) goods certified by the proprie-
tor; or
(®) that the article or substance was formerly manufactur-
10 ed under a patent, that a period of two years or more after the

cesser of the patent has elapsed, and that the said word is the
only practicable name or description of the article or substance;

the provisions of sub-section (2) shall apply.

(2) Where the facts mentioned in clause (&) or clause (b) of the
IS proviso to sub-section (1) are proved with respect to any words,

then—
(a) for the purposes of any proceedings under section 56—

(i) if the trade mark consists solely of such words, the
registration of the trade mark, so far as regards registration
in respect of the article or substance in question or of any
goods of the same description, shall be deemed to be an
entry wrongly remaining on the register;

(ii) if the trade mark conteins such words and other

matter, the tribunal in deciding whether the trade mark

25 shall remain on the register, so far as regards registration in

respect of the article or substance in question and of any

goods of the same description, may, in case of a decision in

favour of its remaining on the register, require as a condition

thereof that the proprietor shall disclaim any exclusive right

30 to the use in relation to that article or substance and any
goods of the same description, of such words:

Provided that no disclaimer shall affect any rights of the

proprietor of a trade mark except such as arise out of the regis-

tration of the trade mark in respect of which the disclaimer is

made;
(b) for the purposes of any other legal proceeding relating
to the trade mark,—
(i) if the trade mark consists solely of such words, all
rights of the proprietor under this Act or any other law to

40 the use of the trade mark in relation to the article or sub-
stance in question or to any goods of the same description;

or

20

35
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(i) if the trade mark contains such words and other
matter, all such rights of the proprietor to the use of such
words, in such relation as aforesaid;

shall be deemed to have ceased on the date at which the use men-
tioned in clause (a) of the proviso to sub-section (1) first became ¢
well-known and established, or at the expiration of the period of
two years mentioned in clause (b) of the said proviso.

CHAPTER V
ASSIGNMENT AND TRANSMISSION

fm of 36. The person for the time being entered in the register as pro- ;o

proprietor to prietor of @ trade mark shall, subject to the provisions of this Act

m@@ﬁgm and to any rights appearing from the register to be vested in any
other person, have power to assign the trade mark, and to give
effectual receipts for any consideration for such assignment.

:\“i@'b“ity 37. * Notwithstanding anything in any other law to the con- g

nd trans- . . .

missibility  trary, a registered trade mark shall, subject to the provisions of this

:’m‘:"z Chapter, be assignable and transmissible, whether with or without
the goodwill of the business concerned and in respect either of all
the goods in respect of which the trade mark is registered or of same
only of those goods. 20

L ] L ] * * L ]

m‘g‘g“" 38. (1) An unregistered trade mark shall not be assignable or

missibility  transmissible except along with the goodwill of the business

:’frm concerned, ! -

warks. (2) Notwithstanding anything contained in sub-section (1), a 2
unregistered trade mark may be assigned or transmitted otherwise 5
than along with the goodwill of the business concerned if—

(a) at the time of assignment or transmission of the unregis-
tered trade mark, it is used in the same business as a regis-
tered trade mark; and 30

(b) the registered trade mark is assigned or transmitted
at the same time and to the same person as the unregistered
trade mark; and

(c) the unregistered trade mark relates to goods in respect
of which the registered trade mark is assigned or transmitted.
Restrictions 35

on assign- 39. (1) Notwithstanding anything in section 37 and section 38, a
lg::nn: O oD trade mark shell not be assignable or transmissible in a case in
where multi- Which as a result of the assignment or transmission there would in
ple exclusive the circumstances subsist, whether under this Act or any other law,
rights would s

created. exclusive rights in more than one of the persons concerned to the 40

use, in relation to the same goods or description of goods, of trade
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marks nearly resembling each other or of identical trade marks, if,
having regard to the similarity of the goods and of the trade marks,
the use of the trade marks in exercise of those rights would be likely
to deceive or cause confusion:

5 Provided that an assignment or transmission shell not be deemed
to be invalid under this sub-section if the exclusive rights subsisting
as a result thereof in the persons concerned respectively are, having
regard to limitations imposed thereon, such as not to be exercisable
by two or more of those persons in relation to goods to be sold, or

10 otherwise traded in, within India otherwise than for export there-
from, or in relation to goeds to be exported to the same market
outside India.

(2) The proprietor of a registered trade mark who proposes to
assign it may submit to the Registrar in the prescribed manner a
15 statement of case setting out the circumstances and the Registrar
may issue to him a certificate stating whether, having regard to the
similarity of the goods and of the trade marks referred to in the
case, the proposed assignment would or would not be invalid under
sub-section (1), and a certificate so issued shall, subject to appeal and
20 unless it is shown that the certificate was obtained by fraud or mis-
representation, be conclusive as to the validity or invalidity under
sub-section (1) of the assignment in so far as such validity or invali-
dity depends upon the facts set out in the case, but, as regards a
certificate in favour of validity, only if epplication for the registra-
25 tion under section 44 of the title of the person becoming entitled
is made within six months from the date on which the certificate is
issued.
40. Notwithstanding anything in section 37 and section 38, a
trade mark shall not be assignable or transmissible in a case in
30 which as a result of the assignment or transmission there would in
k! the circumstances subsist, whether under this Act or any other law,
an exclusive right in one of the persons concerned to the use of the
trade mark limited to use in relation to goods to be sold, or other-
wise {raded in, in any place in India and an exclusive right in
35 another of these persons to the use of a trade mark nearly resembl-
ing the first-mentioned trade mark or of an identical trade mark in
relation to the same goods or description of goods limited to use in
relation to goods to be sold, or otherwise traded in, in any other place
in India:

40 Provided that in any such case, on application in the prescribed
manner by the proprietor of a trade mark who proposes to assign it,
or by a person who claims that a registered trade mark has been
transmitted to him or to a predecessor in title of his since the com-
mencement of this Act, the Registrar, if he is satisfied that in all
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the circumstances the use of the trade mark in exercise of the said
rights would not be contrary to the public interest, may approve the
assignment or transmission, and an assignment or transmission so
approved shall not, unless it is shown that the approval wes obtained
by fraud or misrepresentation, be deemed to be invalid under this 35
section or section 39 if application for the registration under section
44 of the title of the person becoming entitled is made within six
months from the date on which the approval is given or, in the case
of a trensmission, was made before that date.

Conditions 41. Where an assignment of a trade mark, whether registered or IO

f,‘:;;:‘;ﬁ:‘;,_ unregistered, is made otherwise than in connection with the goodwill

?;iﬂc% n;hem of the business in which the mark has been or is used, the assign-
1 C- P ——— [ —

tion with ment shall not take effect unless the assignee, not later than the
the goodwill expiration of six months from the date on which the assignment is

made or within such extended period, if any, not exceeding three I5
months in the aggregate, as the Registrar may allow, applies to the
Registrar for directions with respect to the advertisement of the

assignment, and advertises it in such form and manner and within
such period as the Registrar may direct.

Explanation.—For the purposes of this section an assignment of 20
a trade mark of the following description shall not be deemed to be
an assignment made otherwise than in connection with the goodwill
of the business in which the mark is used, namely: —

(a) en assignment of a trade mark in respect only of some
of the goods for which the trade mark is registered accompanied 25
by the transfer of the goodwill of the business concerned in
those goods only; or

(b) an assignment of a trade mark which is used in relation
to goods exported from India if the assignment is accompanied
by the transfer of the goodwill of the export business only. 30

g‘:igé":gg;_ 42. A certification trade mark shall not be assignable or trans-
missibility missible otherwise than with the consent of the Central Government,
of certifica- {or which application shall be made in writing in the prescribed
tion trade A

marks, manner through the Registrar.

:‘Jgig;*;iﬁw 43. Associated trade marks shall be assignable and transmissible 35
missibility _only as a whole and not separately, but, subject to the provisions of
of associated {his Act, they shall, for all other purposes, be deemed to have beer

trade marks. i
registered as separate trade marks.

Registration 44. (1) Where a person becomes entitled by assignment or trans-
f:e‘:l’:“:;d mission to a registered trade mark, he shall apply in the prescribed 40
transmis- manner to the Registrar to register his title, and the Registrar shall,
slons. on receipt of the application and on proof of title to his satisfaction,
respect of those goods, the registration shall cease to have effect in
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8
goods in respect of which the assignment or transmission has effect,

and shall cause particulars of the assignment or trensmission to be
entered on the register:

Provided that where the validity of an assignment or transmis-

5 sion is in dispute between the parties, the Registrar may refuse to

register the assignment or transmission until the rights of the parties
have been determined by a competent court.

(2) Except for the purpose of an application before the Registrar
under sub-section (1) or an appeal from an order thereon, or an
10 application under section 56 or an appeal from an order thereon, a
document or instrument in respect of which no entry has been made
in the register in accordance with sub-section (1), shall not be
admitted in evidence by the Registrar or any court in proof of title
to the trade mark by assignment or transmission unless the Registrar

I5 or the court, as the case may be, otherwise directs.

CHAPTER VI
USE OF TRADE MARKS AND REGISTERED USERS

45. (1) No application for the registration of a trade mark in
respect of any goods shall be refused, nor shall permission for such
20 registration be withheld, on the ground only that it appears that the
applicant does not use or propose to use the trade mark, if the
Registrar is satisfied that a company is about to be formed and
registered under the Companies Act, 1956, and that the applicant
intends to assign the trade mark to that company with a view to
25 the use thereof in relation to those goods by the company.

(2) The tribunal may, in a case to which sub-section (1) applies,
require the applicant to give security for the costs of any proceedings
relative to any opposition or appeal, and in default of such security
being duly given may treat the application as abandoned.

30 (3) Where in a case to which sub-section (I) applies, a trade
mark in respect of any goods is registered in the name of an appli-
cant who relies on intention to assign the trade mark to a company,
then, unless within such period as may be prescribed, or within such
further period not exceeding six months as the Registrar may, on

35 application being made to him in the prescribed manner, allow, the
company has been registered as the proprietor of the trade mark in
respecc of those goods, the registration shall cease to have effect in
respect thereof at the expiration of that period, and the Registrar
shall amend the register accordingly.

Proposed
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Removal 46. (1) Subject to the provisions of section 47, @ registéred trade
from regis- ,ark may be taken off the register in respect of any of the goods in

ter and im- :
> si:iog“gf respect of which it is registered on application made in the pres-

on ground of Cribed manner to a High Court or to the Registrar by any person

non-use.  aggrieved on the ground either— 5

(a) that the trade mark was registered without any bona
fide intention on the part of the applicant for registration that
it should be used in relation to those goods by him or, in a case
to which the provisions of section 45 apply, by the company con-
cerned, and that there has, in fact, been no bona fide use of the 10
trade mark in relation to those goods by any proprietor thereof
for the time being up to a date one month before the date of
the application; or

(b) that up to a date one month before the date of the
application, a continuous period of five years or longer had elaps- , 5
ed during which the trade mark was registered and during
which there was no bona fide use thereof in relation to those
goods by any proprietor thereof for the time being:

Provided that, except where the applicant has been permitted
under sub-section (3) of section 12 to register an identical or nearly 20
resembling trade mark in respect of the goods in question or where
the tribunal is of opinion that he might properly be permitted so to
register such a trade mark, the tribunal may refuse an application
under clause (a) or clause (b) in relation to any goods, if it is shown
that there has been, before the relevant date or during the relevant as

. period, as the case may be, bona fide use of the trade mark by any
proprietor thereof for the time being in relation to goods of the
same description, being goods in respect of which the trade mark
is registered.

(2) Where in relation to any goods in respect of which a trade 30
mark is registered—

(a) the circumstances referred to in clause (b) of sub-
section (1) are shown to exist so far as regards non-use of the
trade mark in relation to goods to be sold, or otherwise traded
in, in & particular place in India (otherwise than for export from 35
India), or in relation to goods to be exported to a particular
markef outside India; and

(b) a person has been permitted under sub-section (3) of
section 12 to register an identical or nearly resembling trade
mark in respect of those goods under a registration extending to 40
use in relation to goods to be so sold, or otherwise traded in, or
in relation to goods to be so exported, or the tribunal is of



opinion that he might properly be permitted so to register siich
a trade mark;
on application by that person in the prescribed manner to a High
Court or to the Registrar, the tribunal may impose on the registra-
5 tion of the first-mentioned trade mark such limitations as it thinks
proper for securing that that registration shall cease to extend to
such use.

(3) An applicant shall not be entitled to rely for the purpose

of clause (b) of sub-section (I) or for the purposes of sub-section

10 (2) on -any non-use of a trade mark which is shown to have been

due to special circumstances in the trade and not to any intention

to abandon or not t{o use the trade mark in relation to the goods to
which the application relates.

47. (1) Where a trade mark consisting of any invented word has Defensive
15 become so well-known as respects any goods in relation to which it :?\‘v':"u'_“"“
is registered and has been used, that the use thereof in relation to keown trade
other goods would be likely to be taken as indicating a connection marks.
in the course of trade between those goods and a person entitled to
use the trade mark in relation to the first-mentioned goods, then,
2Q notwithstanding that the proprietor registered in respect of the first-
mentioned goods does not use or propose to use the trade mark in
relation to those other goods and notwithstanding anything in sec-
tion 46, the trade mark may, on application in the prescribed man-
ner by such proprietor, be registered in his name in respect of those
25 other goods as a defensive trade mark, and while so registered, shall
not be liable to be taken off the register in respect of those goods
under the said section. ‘

(2) The registered proprietor of @ trade mark may apply for

the registration thereof in respect of any goods as a defensive trade
30 mark notwithstanding that it is already registered in his name in
respect of those goods otherwise than as a defensive trade mark, or
mey apply for the registration thereof in respect of any goods
otherwise than as a defensive trade mark notwithstanding that it

is already registered in his name in respect of those goods as a
35 defensive trade mark, in lieu in each case of the existing registration.

(3) A trade mark registered as a defensive trade mark and that
trade mark as otherwise registered in the name of the same pro-
prietor shall, notwithstanding that the respective registrations are
in respect of different goods, be deemed to be and shall be register-

40 ed as, associated trade marks.

(4) On application made in the prescribed manner to a High
Court or to the Registrar, by any person aggrieved, the registration
of a trade mark as a defensive trade mark may be cancelled on the
ground  that the requirements of sub-section (1) are no longer

563 L.S.—7.
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satisfied in respect of any goods in relation to which the trade mark
is registered in the name of the same proprietor otherwise than as
a defensive trade mark, or may be cancelled as respects any goods
in relation to which it is registered as a defensive trade mark on the
ground that there is no longer any likelihood that the use of the 5
trade mark in relation to those goods would be taken as giving the
indication mentioned in sub-section (1).

(5) The Registrar may at any time cancel the registration as a
defensive trade mark of a trade mark of which there is no longer
any registration in the name of the same proprietor otherwise than °
as a defensive trade mark.

(6) Except as otherwise expressly provided in this section, the
provisions of this Act shall apply in respect of the registration of
trade marks as defensive trade marks and of trade marks so regis-
tered as they apply in other cases. I

Registered 48. (1) Subject to the provisions of section 49, a person other

users. than the registered proprietor of a trade mark may be registered
as the registered user thereof in respect of any or all of the goods in
respect of which the trade mark is registered otherwise than as a
defensive trade mark; but the Central Government may, by rules 2°
made in this behalf, provide that no application for registration as
such shall be entertained unless the agreement between the parties
*** complies with the conditions.laid down in the rules for prevent-
ing trafficking in trade marks.

(2). The permitted use of a-trade mark shall be deemed to be use 25
by the proprietor thereof, and shall be deemed not to be used by a
person other than the proprietor, for the purposes of section 48 or

for any other purpose for which such use is material under this Act
or any other law.

Application 49. (1) Where it is proposed that a person should be registered 3°

ff:n‘:f‘w'_ as a registered user of a trade miark, the registered proprietor and the

tered aser. proposed registered user shall jointly apply in writing ‘to the
Registrar in the prescribed manner, and every such application shall

be accompanied by—

(i) the agreement in writing or a duly authenticated copy 35
thereof, entered into between the registered proprietor and the

proposed registered user with respect to the permitted use of the
trade mark; and

(i1) an affidavit made by the registered proprietor or by some
person authorised to the satisfaction of the Registrar to act on 4°
his behalf,—

(a) giving particulars of the relationship, existing or
proposed, between the proprietor and the proposed register-
ed user, including particulars showing the degree of control
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by the proprietor over the permitted use which their relation-
ship will confer and whether it is a term of their relationship
that the proposed registered user shall be the sole registered
user or that there shall be any other restriction as to persons
5 for whose registration as registered users application may
be made;
(b) stating the goods in respect of which registration is
proposed;
(c) stating the conditions or restrictions, if any, proposed
I0 with respect to the characteristics of the goods, to the mode
or place of permitted use, or to any other matter;
(d) stating whether the permitted use is to be for a
period or without limit of period, and, if for a period, the
duration thereof; and

15’ (i) such further documents or other evidence as may be
_ required by the Registrar or as may be prescribed.

(2) When the requirements of sub-section (1) have been com-
plied with to his satisfaction, the Registrar shall forward the applica-
tion together with his report and all the relevant documents to the

20 Central Government.

(3) On receipt of an application under sub-section (2), the Cen-
tral Government, having regard to all the circumstances of the case
and to the interests of the general public, and the development of any
industry, trade or commerce in India, may direct the Registrar—

25 (a) to refuse the application; or
(b) to accept the application either absolutely or subject to
any conditions, restrictions or limitations which the Central

Government may think proper to impose: i

Provided that no direction for refusing the application or for its

30 acceptance conditionally shall be made unless the applicant has been
given an opportunity of being heard. .

(4) The Registrar shall dispose of the application in accordance
with the directions issued by the Central Government under sub-
~gection (3).

(5) The Central Govemment and the Regxstrar shall, if so
requested by the applicant, take steps for securing that information
given for the purposes of an application under this section (other
than matters entered in the register) is not disclosed to rivals in
trade.

(6) The Registrar shall issue notice in the prescribed manner of
- the registration of a person as a registered user, to other regstered

users of the trade mark, if any.

35
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Existing 50. Notwithstanding enything contained in any law for the time

resi-tnnom being in force or in any contract or agreement, every registration
‘;ie::g;‘t‘m made before the commencement of this Act of a registered user shall

h:_weegect cease to have effect after the expiration of three years from such
after three

years. commencement.
|
l;c:iv'et: :é 51. (1) Subject to any agreement subsisting between the parties,

user to tak: 8 registered user of a trade mark shall be entitled to call upon the

m:hi:x! proprietor thereof to take proceedings to prevent infringement

fringement. thereof, and if the proprietor refuses or neglects to do so within three
months after being so called upon, the registered user may institute 10
proceedings for infringement in his own name as if he were the pro-
prietor, making the proprietor a defendant.

@) Notwithstanding anything contained in any other law, a
proprietor so added as defendant shall not be liable for any costs
unless he enters an appearance and takes part in the proceedings.

Power of 52. (1) Without prejudice to the provisions of section 56, the
ﬁ:"’““;r' vegistration of a person as a registered user—

tion apte " (a) may be varied by the Registrar as regards the goods in
registere i respect of which or any conditions or restrictions subject ta
user.

which, it has effect, on the application in writing in the prescrib- 20
ed manner of the registered proprietor of the trade mark; * * *

(b) may be cancelled by the Registrar on the application in
writing in the prescribed manner of the registered proprietor or

of the registered user or of any other reglstered user of the trade
mark;

(¢) may be cancelled by the Registrar on the application in
writing in the prescribed manner of any person on any of the
following grounds, namely:—

(i) that the registered user has used the trade mark

- otherwise than by way of the permitted use, or in such a

way as to cause er to be likely to cause, deception or confu-.
sion;

(it) that the proprietor or the registered user mis-
represented, or failed to discJose, some fact material to the
application for registration, which if accurately represented
or disclosed would have justified the refusal of the applica-
tion for registration of the registered user;

(iii) that the circumstances have changed since the date
of registration in such a way that at the date of such appli-
cation for cancellation they would have justified the refusal 40

of an application for registration of the registered user;
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(iv) that the registration ought not to have been effected
having regard to rights vested in the applicant by virtue of
a contract in the performance of which he is interested;

(d) may be cancelled by the Registrar of his own motion or
5 on the application in writing in the prescribed manner of any
person, on the ground that any stipulation in the agreement
between the registered proprietor and the registered user regard-
ing the quality of the goods in relation to which the trade mark
is to be used is either not being enforced or is not being complied

Io with; '

(e) may be cancelled by the Registrar in respect of any
goods in relation to which the trade mark is no longer registered.

(2) The Registrar shall, before varying any registration under,
clause (a) of sub-section (I) or cancelling any registration on any
15 of the grounds mentioned in sub-clause (ii) or sub-clause (iii) or
sub-clause (iv) of clause (c) of that sub-section, forward the appli-
cation made in that behalf for the consideration of the Central Gov-
ernment, and the Central Government may, after making such in-
quiry as it thinks fit, issue such directions to the Registrar as it
20 thinks fit, and the Registrar shall dispose of the application in
accordance with such directions.
(3) The Registrar shall issue notice in the prescribed manner of
every application under this section to the registered proprietor and
each registered user (not being the applicant) of the trade mark.

25 53. Nothing in this Act shall confer on a registered user of a trade
mark any assignable or transmissible right to the use thereof.

Explanation 1.—The right of a registered user of a trade mark
shall not be deemed to have been assigned or transmitted within the
meaning of this section in the following cases, namely:—

(a) where the registered user being an individual enters into
a partnership with any other person for carrying on the business
concerned; but in any such case the firm may use the trade mark,
if otherwise in force, only for so long as the registered user is a
member of the firm;

35 (b) where the registered user being a firm subsequently
undergoes a change in its constitution; but in any such case the
reconstituted firm may use the trade mark, if otherwise in force,
only for so long as any partner of the original firm at the time
of its registration as registered user, continues to be a partner of

40 the reconstituted firm.

30

Explanation 2.—For the purposes of Explanation 1, “firm” has
the same meaning as in the Indian Partnership Act, 1932.

Registered
user not to
have right of
assignment or
transmission.
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252 ‘soofci.‘::g 54. (I) Where under the provisions of this Act use of a registered
or substan- trade mark is required to be proved for any purpose, the tribunal
":‘;L‘ly tl'r‘::lf;' may, if and so far as it shall think right, accept use of a registered
marks equi- associated trade mark, or of the trade mark with additions or altera-
velent to use tions not substantially affecting its identity, as an equivalent for the 5

of another. i
use required to be proved.

(2) The use of the whole of a registered trade mark shall for
the purposes of this Act be deemed to be also a use of any trade mark
being a part thereof and registered in accordance with sub-section
(I) of section 15 in the name of the same proprietor. . 10

Use of trade 55. (I) The application in India of trade mark to goods to be
markfor o xported from India and any other act done in India in relation to

trade #nd goods to be so exported which, if done in relation to goods to be sold
B e de OF otherwise traded in within India would constitute use of a trade
conne:tion mark therein, shall be deemed to constitute use of the trade mark in ,
changes. relation to those goods for any purpose for which such use is material

under this Act or any other law.

(2) The use of a registered trade mark in relation to goods
between which and the person using the mark any form of connec-
tion in the course of trade subsists shall not be deemed to be likely 20
to cause deception or confusion on the ground .only- that the mark
has been or is used in relation to goods between which-and the
said person or a predecessor in title of that person a different form of
connection in the course of trade subsisted or subsists.

CHAPTER VII

-~ RECTIFICATION AND CORRECTION OF THE REGISTER

25

Power to ., +86..(1) On application made in the prescribed manner to a High
cancel or & urt or.to the Registrar by any person aggrieved, the tribunal may

vary regis-

:;'rtéxf;"d make such order as it may think fit for cancelling or varying the

the register. registration of a trade mark on the ground of any contravention, or 30
failure to observe a condition entered on the register in relation

thereto.

(2) Any person aggrieved by the absence or omission from‘ the
register of any entry, or by any entry made in the register without
sufficient cause, or by any entry wrongly “‘réemuinitig ~on the
register, or by any error or defect in-atiy entry ifn the register, may
apply in the prescribed manner to a High Court or to the Registrar, ,
and the tribunal may make such order for making, expunging or
varying the entry as it may think fit.
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(3) The tribunal may in any proceeding under this section decidé
any question that may be necessary or expedient to decide in connec-
tion with the rectification of the register.

(4) The tribunal, of its own motion, may, after giving notice in

s the prescribed manner to the parties concerned and after giving them

an opportunity of being heard, make any order referred to in sub-
section (1) or sub-section (2).

(5) Any order of the High Court rectifying the register shall

direct that notice of the rectification shall be served upon the

10 Registrar in the prescribed manner who shall upon receipt of such
notice rectify the register accordingly.

(6) The power to rectify the register conferred by this section
shall include the power to remove a trade mark registered in Part A
of the register to Part B of the register.

15 57. (1) The Registrar may, on application made in the prescribed Ctsmeqtion
manner by the registered proprietor— - otregisier.

(a) correct any error in the name, address or description of
the registered proprietor of a trade mark, or any other entry
relating to the trade mark;

20 (b) enter any change in the name, address or description of
the person who is registered as proprietor of a trade mark;

(c) cancel the entry of a trade mark on the register;

(d) strike out any goods or classes of goods from those in
respect of which a trade mark is registered;

(e) enter a disclaimer or memorandum relating to a trade
mark which does not in any way extend the rights given by the
existing registration of the trade mark;

25

and may make any consequential amendment or alteration in the
certificate of registration, and for that purpose, may require the
‘30 certificate of registration to be produced to him.

(2) The Registrar may, on application made in the prescribed
manner by a registered user of a trade mark, and after notice to the
registered proprietor, correct any error, or enter any change, in the
name, address or description of the registered user.

58. (I) The registered proprietor of trade mark may apply in Alteration

5 the prescribed manner to the Registrar for leave to add to or alter Jficsisered

the trade mark in any manner not substantially affecting the identity
thereof, and the Registrar may refuse leave or may grant it on such
terms and subject to such limitations as he may think fit.
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(2) The Registrar may cause an application under this section to
be advertised in the prescribed manner in any case where it appears
to him that it is expedient so to do, and where he does so, if within
the prescribed time from the date of the advertisement any person
gives notice to the Registrar in the prescribed manner of opposition §
to the application, the Registrar shall, after hearing the parties if so
required, decide the matter. )

(3) Where leave is granted under this section, the trade mark as
altered shall be advertised in the prescribed manner, unless the
application has already been advertised under sub-section (2). 10

59. (I) The Registrar shall not, in exercise of any power conferred
on him by rules made with reference to clause (a) of sub-seetion (2)
of section 133, make any amendment of the register which would
have the effect of adding any goods or classes of goods to those in
respect of which a trade mark is registered (whether in one or more 15
classes) immediately before the amendment is to be made or of
antedating the registration of a trade mark in respect of any goods:

. Provided that this sub-section shall not apply when the Registrar
is satisfied that compliance therewith would involve undue com-
plexity and that the addition or antedating, as the case may be, 20
would not affect any substantial quantity of goods and would not
substantially prejudice the rights of any person.

(2) A proposal so to amend the register shall be notified to the
registered proprietor of the trade mark affected and advertised in
the prescribed manner, and may be opposed before the Registrar 25
by any person aggrieved on the ground that the proposed amend-
ment contravenes the provisions of sub-section (/).

CHAPTER VIII
CERTIFICATION TRADE MARKS

60. The following provisions of this Act shall not apply to certi- 30
fication trade marks, that is to say,—

(a) section 9; ‘

(b) sections 18, 20 and 21, except as expressly applied by this
Chapter;

(c) sections 28, 29, 30, 39, 40, 41, 45, 46, 47, 48, 49, 51, 52, 53 35
and sub-section (2) of section 55;

(d) Chapter X, except section 81;

(e) any provision the operation of which is limited by the
terms thereof to registration in Part B of the register.
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i Registratic
61. (1) A certification trade mark shall be registrable only in ofg‘t‘igcaf

Part A of the register. tion trade
roarks,
(2) A mark shall not be registrable as a certification trade mark
in the name of a person who carries on a trade in goods of the kind
certified.

(3) In determining whether a certification trade mark is adapted
to distinguish in accordance with the provisions of clause (c) of
sub-section (1) of section 2, the tribunal may have regard to the
extent to which—

(a) the mark is inherently so adapted to distinguish in re-
lation to the goods in question; and

(b) by reason of the use of the mark or of any other cir-
cumstances, the mark is in fact so adapted to distinguish in re-
lation to the goods in question.

62. (1) An application for the registration of a mark as a certi- ﬁ‘)‘;plri%‘z’:_
fication trade mark shall be made to the Registrar in writing in the tion of certi-
prescribed manner by the person proposed to be registered as the gcg:‘k‘;'.’ trade
proprietor thereof, and accompanied by a draft of the regulations to

be deposited under section 65.

20 (2) Subject to the provisions of section 61, the provisions of sub-

sections (1), (2), (3), (4) and (6) of section 18 and of sections 19
and 22 shall apply in relation to an application under this section as
they apply in relation to an application under section 18, subject to
the modification that references therein to acceptance of an appli-

25 cation shall be construed as references to authorisation to proceed

with an application.

(3) In dealing under the said provisions with an applicatioﬁ
under this section, the tribunal shall have regard to the like con-
siderations, so far as relevant, as if the application were an appli-

30 cation unde. section 18 and to any other considerations (not being

matters within the competence of the Central Government wunder
section 63) relevant to applications under this section, including the
desirability of securing that a certification trade mark shall com-
prise some indication that it is a certification trade mark.

35  63. (1) When authorisation to proceed with an application under Considera-f

section 62 has been given, the Registrar shall forward the application §°£,,‘,’.£ “f'?,’!"'

to the Central Government. registration
by Central
Governmrent,
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(2) The Central Government shall consider the application so
forwarded with regard to the following matters, namely:—

(a) whether the applicant is competent to certify the goods
in respect of which the mark is to be registered;

(b) whether the draft of the regulations to be deposited 5
under section 65 is satisfactory;

(c) whether in all the circumstances the registration applied
for would be to the public advantage;

and may either—
(i) direct that the application shall not be accepted; or I0

(ii) direct the Registrar to accept the application and
approve the said draft of the regulations either without
modification and unconditionally or subject to any conditions
or limitations, or to any amendments or modification of the
application or of the regulations, which it thinks requisite 15
having regard to any of the said matters.

(3) Except in the case of a direction for acceptance and approval
without modification and unconditionally, the Central Gov<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>